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The claims were rejected in the parent application, Serial No.: 09/571,272 under 35 
U.S.C. § 102(b) over U.S. 5.264.513 : and under 35 U.S.C. § 103(a) over U.S. 5.264,513 , in 
view of IJ.S. 5. 321.053 : U.S. 5.554.665 : U.S. 5.859.089 or U.S. 6.05 L626 . 

Amended Claim 1 relates to a bonding composition for tooth tissue, comprising: 
a mixture of a polymerizable compound having acid group, 
a water-soluble film-forming agent, 
a form-retaining agent, 
water, and 
a curing agent; 

wherein a calcium salt formed from said polymerizable compound having an acid 
group is insoluble in water; 

wherein said film-forming agent is a polymerizable compound; and 

wherein said film-forming agent is miscible with a physiological saline solution. 

The additional form-retaining agent gives the claimed bonding composition increased 
bonding strength and more stable bonding durability (see Examples 7 to 10, 11 to 15 etc. of 
the specification). 

U.S. 5.264.513 disclose a primer composition which does not contain a form- 
retaining agent as required by the present invention. U.S. 5.264.513 fails to disclose or 
suggest to add a form-retaining agent to a bonding composition for the purpose of having 
more increased bonding strength and more stable bonding durability. Thus, the present 
invention is neither anticipated by nor obvious over U.S. 5.264.513 . 

In addition, U.S. 5. 321.053 : U.S. 5.554.665 : U.S. 5.859.089 and U.S. 6.05L626 fail 
to disclose water in their compositions. Specifically, the dental composition of U.S. 5. 
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321.053 . the adhesive composition for dental or surgical treatment of U.S. 6.051.626 . the 
dental restorative compositions of U.S. 5.859.089 and the dental products of U.S. 5.554.665 
don't contain water which is an ingredient of the present binding composition. However, 
water helps ensuring the bonding ability (present application, page 14, lines 22 to 23). This 
is illustrated by a comparison of Example 5 and Comparative Example 11 in which water 
was omitted. In Example 5, a bonding strength of 18.6 and a bonding durability of 15.8 MPa 
was achieved. When water is omitted, the bonding strength is only 9.0 and the bonding 
durability 3.6 MPa. Thus, the bonding ability of the composition according to the present 
invention is clearly superior. 

Furthermore, these references do not teach to add a form-retaining agent to a bonding 
composition for the purpose of having more increased bonding strength and more stable 
bonding durability. Thus, the present invention is neither anticipated by nor obvious over 
U.S. 5.264.513 . in view of U.S. 5. 321.053 : U.S. 5.554.665 : U.S. 5.859.089 or U.S, 
6.051.626 . 
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Applicants submit that the present application is now in condition for examination on 

the merits and early notice of such action is earnestly solicited. 

Respectfully submitted, 

OBLON, SPIVAK, MCCLELLAND, 

MAIER & NEUSTADT, P.C. 
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PHONE NO.: (703)413-3000 
FAX NO.: (703)413-2220 
NFO:KAG:sej:lcd 

I:\user\KGRUN\216450US0DIV.prel.am.wpd 




Norman F. Obion 
Attorney of Record 
Registration No.: 24,618 


Kirsten A. Grueneberg, Ph.D. 
Registration No.: 47,297 
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19. (Cancelled). 

—1. (Amended) A bonding composition for tooth tissue, comprising: 
a mixture of a polymerizable compound having acid group, 
a water-soluble film-forming agent, 
a form-retaining agent. 
water, and 
a curing agent; 

wherein a calcium salt formed from said polymerizable compound having an acid 
group is insoluble in water; 

wherein said film-forming agent is a polymerizable compound; and 

wherein said film-forming agent is miscible with a physiological saline solution. 

20. (Amended) The bonding composition according to Claim [19] 1, wherein said 
form-retaining agent is selected from the group consisting of a sand balloon, a glass balloon, 
a short glass fiber, a pieces of hollow glass fiber, a glass bead, glass powder, powder of a 
natural mineral, beads of a cross linked polymer, flakes of a cross linked polymer and an 
organic/inorganic composite material containing a cross linked polymer. 

21. (Amended) The bonding composition according to Claim [19] 1, wherein said 
form-retaining agent is a particle. 
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23. (Amended) The bonding composition according to Claim [19] 1, wherein said 
form-retaining agent is a cross-linked polymer particle. 

24. (Amended) The bonding composition according to Claim [19] 1, wherein an 
amount of said form-retaining agent is between 0.5 and 20% by weight per 100% by weight 
of said bonding composition.-- 


